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co: meeting member preset with an elasticity which causes the connecting member to elongate 
longitudinally when the annular elements are in their expanded state" lacks original 'support 
be ;ause the original specification 'did not contemplate presetting the elasticity to elongate as 
pn isently claimed'. As such, the Examiner accorded this limitation an October 26, 1:999 filing 
dare rather than May 19, 1994 filing date to which it is entitled. 

This limitation is, in fact, supported by. the disclosure found in US Application 
08/246,320 filed May 19, 1994, from which priority is claimed and in particular by FIGs. 11a and 
1 lb of the application when viewed in the context of the original Application as filed. Fig, 11a 
depicts a stent in an unexpanded state and Fig. 1 lb depicts the same stent in an expanded state. 
The stent, as would be recognized by one of ordinary skill in the art, comprises a plurality of 
annular members, connected by connecting members. It would be further recognized by one of 
ordinary ^11 in the art, and as depicted in the figures, that as an annular member radially 
expands, it decreases m longitudinal length. Connecting members elongate, as shown in Fig, 
1 ] b> when the annular members are in their expanded state. As indicated at page 12, lines 14-19 
ths connecting members and the annular rings of the embodiment shown in FIGs. l?la and 1 lb 
may include both a martensitic and an austenitic layer such as is described in the Application 
st irtkig on page 7, line 10. 

As to the issue of preset elasticity being provided for in US Application 
OiI/246,320 filed May 19, 1994, Applicants note that on page 4 of the Final Office Action it is 
st ited that "PJin the Nitinol disclosure, there is explanation that the shape of elasticity of Figs. 

1 :.a and 1 lb can be preset; see page 5, line 5 to page 6, line 2 and page 12, lines 14J-19 " 

f 

Not only is the limitation of preset elasticity supported by the original May 19, 
1!>94 filing, but one of ordinary skill in the art would recognize that the preset elasticity is an 
inherent feature of the claimed device. The Federal Circuit has recognized that for a disclosure to 
bo inherent, the missing descriptive matter must necessarily be present in the application's 
specification such that one skilled in the art would recognize such a disclosure {Jrqnzo v. Biomet, 
he, 156 F.3d 1 154, 1 159, 47 USPQ2d 1829, 1834 (Fed. Cir. 1998)). In support of the assertion 
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thi.t the connecting members inherently have a preset elasticity which causes the connecting 
members to elongate longitudinally Applicants have submitted herewith a Declaration from Prof. 
Bt attacharya of the California Institute of Technology. 

As discussed in the Declaration of Prof. Bhattacharya, the elongation of the 
connecting members as described in claim 22 occurs because of tbe preset elasticity of the 
co [meeting members which is inherent in a stent having a self-expanding component such as is 
shown in FIGs. 11a and lib. 

In light of the above, Applicants assert that the feature of "each connecting 
member preset with an elasticity which causes the connecting member to elongate longitudinally 
when the annular elements are in their expanded state'* as recited in claim 22 is fully supported 
b) the specification as originally filed and FIGs. 1 la and 1 lb in particular. Thus, the §1 12 
re ection to claims 22-32 and 34-35 is overcome and Applicants respectfully request withdrawal 
of the rejection. 

Claim Rejections - 35 USC § 102 

Claims 22-32 and 34 were rejected under §102 as being anticipated by Roubin, 
wiere the effective filing date of the present claims is October 26, 1999. As indicated above, the 
present claims have apriority date of May 19, 1994. Because the claims in question claim 
priority to a date prior to the filing date of the Roubin reference, Roubin cannot be Said to 
articipate the instant claims. As a result, the rejection is respectfully overcome. 

FORMALITIES f 

j 

If an extension of time is required to make this response timely and no separate 
petition is enclosed, Applicants hereby petition for an extension of time sufficient to make the 
response timely. In the event that this response requires the payment of government fees and 
payment is not enclosed, please charge Deposit Account No. 22-0350. 

i 

i 
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CONCLUSION 

In view of the foregoing it is believed that the present application, wiih claims 22- 
32 and 34-35 is in condition for allowance. Early action to that effect is earnestly solicited. 



Respectfully submitted, 
VIDAS, ARRETT & STEINKRAUS, P.A. 




James M. Urzedowski 
Attorney Reg. No. 48,596 



Svite 2000 

6109 Blue Circle Drive 
Minnetonka, Minnesota 55343-9185 
Telephone No: (952) 563-3000 
FjcsimileNo: (952) 563-3001 
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DECLARATION OF KA.USHEK. BHATTACHARYA 
I KanshikBhattacbarya state: 

i 

, I am currently employed try the California Institute of Technology*; a Pro teaor 

of Marios & Materials Science inthe Division of Engineering & Applied Science. Ih ivc 
Lean employ ed by the California Institute of Technology as a Professor, since 2000, as an 

Asocial* Professor from 1999-2000 and as an Assistant Professor from 1993-1999 in the 
"^vision of lEngineeriPg & Applied Science. I earned a PhJD. in 1991 fcom the Tfaiversit, - of 

peseta in Aerospace Entering and Mechanic* and a B. Tech in 1986 from the Inch m 

Institute of Technology, Madras. 

2 I am very familiar wrth the properties of shape memory materiab-'aad hav, . 

polished numerous papers dealing with shape memory materials. I understand mat a se! f- 
exp^g component made from a shape memory material ^ch as Bclf-expandiugttitm ,1 is 
able to self-expand from an unhanded state to an expanded state as a result of its elas* nty cr 
super elasticity which is mharently preset during the marmfketure of 1he component I at » also 
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sat Ji as self-expanding NWnoL 

j have reviowedUS Application 09/427^1. Figs. Ita and lib of*, appbc *• 

«~^^« lib 

fc^Ni^.a^h^ftc^^setf^panatag^per.ics. AashowninFtg. Hb,wner ft. 

« of Pis. u. ». «— KM**«ny » 1 

d^einlo n gi^ai B ^of* e ^'^^^ rfm ^ fl ^ W,,,, 

I ^^ S =lf- a ^^g^* I ^^^ MOf0 ^ SMin * e^aI,W,11 , 
™™ tot*. dong«ion of*, conncctinis M docribed above occursbeca™ = of 

UviBsasstt-^oiagKMpoMDj of tbsdesiga shown inFiga. Uaand lit. 

* I declare that aBsb»rnents.rads heroin of iiry knowledge are trueandflvaall 

nrfe on infbrrnation and . r ^.wbebWtob.tt*t^ttafll«tr a tft«e 
^eaa v»e mad. wi* *. knowledge that wUVM AUe SD *en^ and*, like so male are 
'^*M.1ry faoor irnrd^ora^ orb„ft,r^ Section 100! ofTifle 18 of the United M 

□ode and that audi wflHbl fife, statements may jeo,^^ 4e validity of Ae appHoation »any 

patent issued thereon. 

G • Kaushik Bhattacharya Ph.I 
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